CORPORATE ADMINISTRATION (DCA 207)
Information as a Corporate Resource

CHAPTER 3 : PROTECTING INTELLECTUAL PROPERTY

Defining assets

Asset is generally any item of property that hasetary value. It may be divided into
current assets (e.g account receivable), fixedsésg. equipment), and intangibles (e.qg.
business goodwiill).

Defining of property
Property is anything that is owned by a person mitye It includes money, other

intangible things of value, and also any intangitgét and interest, which a man has in
lands and chattels to the exclusion of others.

Defining intellectual property

Intellectual property is the unique and un-obviposduct of human intellect that has at
least some marketplace value.

Intellectual property rights (IPR)
There are four types of IPR’s and their correspogdiegislation discussed:
» Patents — Patents Act 1983 (Act 291)
» Trademarks — Trademarks Act 1976 (Act 175)
» Geographical Indication — Geographical Indicatigies 2000 (Act 602)
» Copyright — copyright Act 1987 (Act 332)

Patents
Patents Act 1983 (Act 291)

Patent is an idea of an inventor which gives atmaicsolution to a specific problem in
the field of technology and which relates to a picicbr process [S12(10].

Patents are new inventions. An inventor (callectpi@te) acquires the exclusive right to
make, use and sell the invention within the couritrige lodges a specification at the
patent office.

A patent gives the right to an inventor to havédarsterm monopoly over his invention.
During the term anyone who wants to make, uselbthgeinvention is required to obtain
the permission of the inventor.

Patent also benefit to other people. They discauthg others from reinventing the same
thing. They therefore encourage competitors to ldgvie invention further.
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Conditions for patents
There are three conditions an applicant must ftdfibbtain a patent

* New invention — The invention must not have beealakle to the public before
the date of applying for the patent,, e.g. publisikea newspaper, disclosed on
television, described to a potential manufactui®t4)

* Inventive step — The invention must not be obvifnasn the viewpoint of an
individual skilled in the related area of technolagf the invention. The invention
may be new, but not inventive, therefore does uléit the requirement. (S15)

* Industrially applicable — The invention can be tedaand applied in any kind of
industry. The term “industry” is broad, which indkes manufacturing, processing
agriculture and services. (S16)

Nonpatentable invention

Section 13(1) excludes the following from the scoppatents:
» Discoveries, scientific theories and mathematicethods
» Plant or animal varieties, biological processeldpthan man-made micro
organism)
» Schemes, rules or methods for doing business, npairig purely mental acts or
playing games.
* Methods for the treatment of the human or animditdoy surgery or therapy

Remedies for infringement

Copying is considered interference with the pa&stanonopoly. The Act awards
damages, grant injunctions and any other legal dgrte prevent further infringement of
the patentee’s right {S60(1)]. However, the ownkpatents is allowed to institute Court
proceedings within five years of “imminent infringent” (S59).

Patent protection in other countries

A Malaysian patent or certificate gives protectionly in Malaysia. One has to file
applications in each country he wishes to seekeptmn. To obtain protection in a
member country of the Paris Convention, a foreigpliaation should be filed within 12
months of the Malaysian filing date. S23A requieeMalaysian resident who wishes to
file a foreign application to obtain written persien from the Registrar, unless he has
already field his application in Malaysia or two mtios have elapsed since filing.
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Trademarks
Trademarks Act 1976 (Act175)

A trademark is like a badge of trade origin, a ukefiarketing tool. It is any sign that
distinguishes the goods and services of one tréden those of another. Examples
include words, logos, colours, slogans, three-dsimral shapes, sounds and gestures.

The ™ symbol means the word or logo referred to senges @rademark, but is not
necessarily registered. The ® means the word oo Isga registered trademark. The
distinction betweerd™ and ® is very important in UK because one coultkefhtigation
for misrepresentation between registered and ustexgid trademark.
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Benefits of trademark registration

The registered trademark owner obtains the exausight to use if for the relevant
goods and services. The owner can earn revenue®fotite trademark by selling,
licensing, renting it out. He entitled to take infflement action against any infringer.

Definition

Trademark is a mark used or proposed to be useelation to goods or sevices for the

purpose of indicating or so as to indicate a cotioedn the course of trade between the
goods and services and a person having the rititéreas proprietor or as registered user
to use the mark whether with or without an indicatof the identity of that person.

Trademark registration
The Registrar of Trademarks examines the applicatior their validity against existing
registrations and their level of distinctiveness.
The applicant needs to fill in the particulars aetely in the form (FORM CD 5):
1. Type of trademark: (a) trademark (S30), (b) cexdifion of trademark (S56), or
(c) defensive trademark (S57).
2. Representation of mark must be clear and duraldeamply with regulation 34.
3. List of goods and services. Example:” Books, bopKbelletin, magazines, and
pamphlets; all included in class16”.
4. Class: Each application form allows application doty one class. The applicant
needs to fill in multiple forms for respective das.
5. Limitations, etc.: If the mark contains a word oords in non-Roman characters
or in a language other than the English languagth@mational language (i.e.
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Bahasa Melayu), the applicant must provide a aedtiftransliteration and
translation.

6. Full name and address of applicant: The name naust full. Post box address is
not accepted.

7. Full name and address of agent (if any): The apptievho is resident or carries
out his business in Malaysia is required to fil&orm CD1 (Malaysia forwarding
address) and name a registered trademarks agetati@ysia.

8. Agent'’s registration no (if known).

9. Agent’s own reference.

10.International convention priority claim: The applic needs to file certified
documents which contains the following informatiothe country of the
International Convention, the priority date, typetrmdemark, the specifications
of the goods or services.

Marks prohibited from registration
An applicant will not be approved if the mark applifor:
* Would likely deceive or cause confusion, contraryaw or morality, or any
scandalous design (S14)
» Contain certain words (like “Paten” or “Royal”) ogpresentations (e.g flags)
(S15)

Copyright
Copyright Act 1987 (Act 332)

Copyright exists in original artistic, dramatic amaisical works, and in films, recordings
and broadcasts. The owner of the copyright is taesgn who produced the work.
Copyright gives the owner exclusive right to hisgerty; no one mey use it without his
consent.

Works eligible for copyright(S7)
(1) Subject to this section, the following worksalloe eligible for copyright:
(a)literary works;
(b) musical works;
(c) artistic works;
(d) films;
(e) sound recordings; and
(f) broadcasts.

(2) Works shall be protected irrespective of tlipiality and the purpose for which they
were created.
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(2A) Copyright protection shall not extend to adga, procedure, method of operation or
mathematical concept as such.

(3) A literary, musical or artistic work shall nio¢ eligible for copyright unless -

(a) sufficient effort has been expended to make thekwriginal in character; and

(b) the work has been written down, recorded or etfss reduced to material
form.

(4) A work shall not be ineligible for copyright bpason only that the making of the
work, or the doing of any act in relation to the rlwanvolves an infringement of
copyright in some other work.

(5) Copyright shall not subsist under this Act nyaesign which is registered under any
written law relating to industrial design.

(6) Copyright in any design which is capable ofnigeregistered under any written law
relating to industrial design, but which has no¢rbeo registered, shall cease as soon as
any article to which the design has been appliexl been reproduced more than fifty
times by an industrial process by the owner ofdbygyright or, with his license, by any
other person.

(7) For the purpose of this section, "any writtew Irelating to industrial design”
includes:

(@ the United Kingdom Designs (Protection) Act 194Q[ 214];

(b) the United Kingdom Designs (Protection) OrdinaméeSabah] Sabah Cap.
152] ; and

(c) the Designs (United Kingdom) Ordinance of Sarajfik. Cap 59] .

Derivative works (S8)
(1) The following derivative works are protectedoaiginal works:

(a) translations, adaptations, arrangements and dthasformations of works
eligible for copyright; and

(b) collections of works or collections of mere datdnether in machine readable
or other form, works eligible for copyright whichy reason of the selection and
arrangement of their contents, constitute inteliactreation.

(2) Protection of works referred to in subsectibnghall be without prejudice to any
protection of the existing works used.
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Qualification for protection(S10)

(1) Copyright shall subsist in every work eligitite copyright of which the author or in
the case of a work of joint authorship, any of élmhors is, at the time when the work is
made, a qualified person.

(2) Copyright shall also subsist in every work whis eligible for copyright and which -

(a) being a literary, musical or artistic work ornfilor sound recording is first
published in Malaysia,

(b) being a work of architecture is erected in Malays being any other artistic
work is incorporated in a building located in Mal&y,

(c) being a broadcast is transmitted from Malaysia.
(3) Notwithstanding subsections (1) and (2), cogiyrshall subsist, subject to this Act, in
every work eligible for copyright if the work is ma in Malaysia.

Nature of copyright in literary, musical or artistic works, films and sound
recordings(S13)

(1) Copyright in a literary, musical or artistic Woa film, a sound recording or a
derivative work shall be the exclusive right to tohin Malaysia -

(a) the reproduction in any material form;
(@a) the communication to the public;

(b) the performance, showing or playing to the puyblic

(c) the distribution of copies to the public by sateother transfer of ownership;
and
(d) the commercial rental to the public,

of the whole work or a substantial part thereathei in its original or derivative form
provided that, without prejudice to paragram ( the exclusive right to control the
distribution of copies refer only to the act of i into circulation copies not previously
put into circulation in Malaysia and not to any sefuent distribution of those copies or
any subsequent importation of those copies intcaytah.

Duration of copyright in literary, musical or artistic works (S17)

(1) Except as otherwise provided in this Act, coglyr in any literary, musical or artistic
work which subsists in such work under this Actliskabsist during the life of the author
and shall continue to subsist until the expiry @esiod of fifty years after his death.
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(2) Where a literary, musical or artistic work haat been published before the death of
the author, copyright which subsists in such warkler this Act shall continue to subsist
until the expiry of a period of fifty years compdtéom the beginning of the calendar
year next following the year in which the work wast published.

(3) Where a literary, musical or artistic work isibfished anonymously or under a
pseudonym, copyright which subsists in such workeunthis Act shall continue to
subsist until the expiry of a period of fifty yeatemputed from the beginning of the
calendar year next following the year in which tihark was first published or first made
available to the public or made, whichever is ttedt:

Provided that in the event of the identity of theher becoming known, the duration of
copyright shall be calculated in accordance withssation (1)

(4) In this section, a reference to "author" shallthe case of a work of joint authorship,
be construed as a reference to the author whdaties

Duration of copyright in published editions (S18)

Copyright which subsists in a published edition emthis Act shall continue to subsist
until the expiry of a period of fifty years compdtéom the beginning of the calendar
year next following the year in which the editioasiirst published.

Duration of copyright in sound recordings(S19)

Copyright which subsists in a sound recording urtes Act shall continue to subsist
until the expiry of a period of fifty years compdtéom the beginning of the calendar
year next following the year in which the recordings first published or, if the sound
recording has not been published, from the beggqointhe calendar year following the
year of fixation.

Duration of copyright in broadcasts(S20)

Copyright which subsists in a broadcast under Agisshall continue to subsist until the
expiry of a period of fifty years computed from theginning of the calendar year next
following the year in which the broadcast was firgtde.

Duration of copyright in films(S22)

Copyright which subsists in a film under this Abal continue to subsist until the expiry
of a period of fifty years computed from the begmn of the calendar year next
following the year in which the film was first pusthed.

I nfringements (S36)

(1) Copyright is infringed by any person who da@sgauses any other person to do,
without the licence of the owner of the copyrigint,act the doing of which is controlled
by copyright under this Act.

(2) Copyright is infringed by any person who, witthéhe consent or licence of the owner
of the copyright, imports an article into Malay&a the purpose of -
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(a) selling, letting for hire, or by way of trade fefing or exposing for sale or
hire, the article;
(b) distributing the article -

(i) for the purpose of trade; or
(ii) for any other purpose to an extent that ithaifect prejudicially the
owner of the copyright; or
(c) by way of trade, exhibiting the article in public
where he knows or ought reasonably to know thatrthking of the article was carried
out without the consent or licence of the ownethefcopyright.

(3) Copyright is infringed by any person who ciratents or causes any other person to
circumvent any effective technological measuresdh@aused by authors in connection
with the exercise of their rights under this Actldhat restrict acts, in respect of their
works, which are not authorized by the authors eomed or permitted by law.

(4) Copyright is infringed by any person who knoglinperforms any of the following
acts knowing or having reasonable grounds to krawit will induce, enable, facilitate
or conceal an infringement of any right under #as:

(a) the removal or alteration of any electronic rgghtanagement information
without authority;

(b) the distribution, importation for distribution oommunication to the public,
without authority, of works or copies of works kniag that electronic rights
management information has been removed or alteitedut authority.

(5) For the purpose of subsection (4) and sectibn"dghts management information”
means information which identifies the works, thehar of the work, the owner of any
right in the work, or information about the termmlaconditions of use of the work, any
numbers or codes that represent such informatibenvany of these items of information
is attached to a copy of a work or appears in cctme with the communication of a
work to the public.

Geographical Indication
Geographical IndicationnAct 2000 (Act 602)

Geographical Indication identifies any goods aginating in a country or territory, or a
region or locality in that country or territory, ete a given quality, reputation or other
characteristic of the goods is essentially attablég to their geographical origin (S2)

I nstitution of proceedings for injunction and damages (S5)

(1) Any interested person may institute proceedingde Court to prevent, in respect of
geographical indications-

(a) the use in the course of trade of any means irdésggnation or presentation
of any goods that indicates or suggests, in a mamhieh misleads the public as
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to the geographical origin of the goods, that tbed$ in question originate in a
geographical area other than the true place oimrig

(b) any use in the course of trade which constituteadrof unfair competition
within the meaning of Article Mfis of the Paris Convention as set out in the
Schedule;

(c) any use in the course of trade of a geographiaitation which, although

literally true as to the country, territory, region locality in which the goods

originate, falsely represents to the public tha tfoods originate in another
country, territory, region or locality; or

(d) any use in the course of trade of a geographichtation identifying wines
for wines not originating in the place indicated thg geographical indication in
guestion or a geographical indication identifyiquriés for spirits not originating
in the place indicated by the geographical indarain question, even where the
true origin of the wines or spirits is indicated the geographical indication is

used in translation or accompanied by expressioak as "kind", "type", "style"
or "imitation".

Learning Outcomes

Students should be able to define copyright, trademarks, patents, and geographical
indications

Students should be able to be aware of the rights and remedies available for
infringement

Basic Reading

1.

arLON

Britannica Student Encyclopedia Online, “World Intellectual Property Organisation,”
2004.

Copyright Act 1987 (Act 332)

Geographical Indications Act 2000 (Act602)

Patent Act 1983 (Act291)

Trademarks Act 1976 (Act 175)

Revision Questions

=

Differentiate between intranet and extranet.

Can an organisation avoid dealing with physical whoents in its operation?
Discuss.

Which is more disastrous to an organisation eleatrdatabase, virus or worm?
Why?
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